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DETAILED ACTION 

Status of Action 

The Examiner acknowledges receipt of application number 10/582,134 filed on 
06/08/2006. Claims 9-10 have been cancelled, and claims 1-8 and 11-13 are presented for 
examination on the merits for patentability. 

For claims 2-8, Applicants are suggested to delete the article "A" at the beginning of each 
dependent claim and insert the article "The" instead. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains. Patentability shall not be negatived by the maimer in which the 
invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 



(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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Claims 1-8 and 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ding et al. (U. S. Patent Application Publication No. 2005/0197251) in view of Uhr et 
al. (U. S. Patent No. 6,828,275). 

Applicants Claim 

Applicants claim a composition comprising a synergistically effective mixture of 
thiodicarb and at least one compound from chloronicotinyls. Applicants also claim a method of 
controlling animal pests comprising applying the composition to an area to be rid of said pests. 

Determination of the scope and content of the prior art 
(MPEP 2141.01) 

Ding et al. teach a composition comprising one or more of the active ingredients from 
pesticides, insecticides or nematocides, i.e. chloronicotinyls, nitroguanidine and carbamates. 
More specifically, Ding et al. teach that suitable and useful chloronicotinyl insecticides, i.e. 
acetamiprid, imidacloprid or nitenpyram, and suitable nitroguanidine insecticides, i.e. 
clothianidine, can be used in the composition (page 4: [0040-0041]). In addition, Ding et al. 
teach that carbamate insecticides, i.e. thiodicarb, are also useful and can be incorporated in the 
composition (page 5: [0047]). It is noted that thiodicarb is a known insecticide which has the 
chemical structure as disclosed in instant claim 1 . 

Ding et al. further teach that additional useful ingredient, i.e. surfactant, can provide 
benefits of permitting control of permeability of the coating, which modulates the release rate of 
the active through coating (page 3: [0030], lines 1-4). 
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Ascertainment of the difference between the prior art and the claims 
(MPEP 2141.02) 

(1) Ding et al. do not expressly teach that the insecticide mixtures are for controlling animal 
pests. However, this deficiency is cured by Uhr et al. 

Uhr et al. teach a method for the protection of wood against insecticidal attack 
comprising the step of applying a synergistically effective amount of a mixture comprising 
insecticides, i.e. at least one agonist or antagonist of nicotinic acetylcholine receptors as crop 
protection agents onto said wood (column 16, claim 1 and column 1, lines 10-13). Uhr et al. 
teach that the insecticidal composition comprising at least one agonist or antagonist of nicotinic 
acetylcholine receptors exhibit synergistic insecticidal effect when combine with active fipronil 
and are suitable for protecting materials, i.e. wood, against attack by insects (column 1, lines 31- 
35 and column 7, lines 46-50). More specifically, Uhr et al. teach that the agonists or antagonists 
of the nicotinic acetylcholine receptors are the compounds of the formula (I), such as follows: 



-- / (known as thiacloprid and see column 5, lines 20-25), or 

X s / Y' 

HX — N"' "U — CH, i ! 

I I V-N 

H H (known as clothianidin and see column 6, lines 35-40). 

Uhr et al. also teach that the mixture, which comprises at least one agonist or antagonist 
of the nicotinic acetylcholine receptors, can also combine with other insecticides in order to 
achieve additional activity against wood-destroying and wood-discoloring fungi, as well as 
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additional synergistic effects or synergisms against attack by insects (column 9, line 64 through 
column 10, line 2). Examples of additional insecticides that can be admixed include carbamate 
type of insecticides, i.e. thiodicarb (column 10, lines 13 and 18), which has known chemical 
structure as follows: 

H,C C H S CHs 

/ >;h 3 

(2) Ding et al. teach insecticides chloronicotinyls, i.e. imidacloprid, acetamiprid, nitenpyra or 
clothianidin, can be used in combination with thiodicarb. However, Ding et al. do not teach the 
combination of thiodicarb with other chloronicotinyls, i.e. thiamethoxam, dinotefuran and 
thiacloprid. 

Finding of prima facie obviousness Rational and Motivation 
(MPEP 2142-2143) 

It would have been obvious to a person of ordinary skilled in the art at the time the 
invention was made to combine the teachings of Ding et al. and Uhr et al. to arrive at the instant 
invention. 

One of ordinary skill would have been motivated to combine insecticides, i.e. a 
carbamate insecticide (thiodicarb) with at least one agonist or antagonist of the nicotinic 
acetylcholine receptors, and applies the mixture onto the wood for protecting the wood against 
insects attack, as taught by Uhr et al. One of ordinary skill also would have been motivated to 
try other known chloronicotinyls, i.e. thiamethoxam, thiacloprid, dinotefuran, and extend the 
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selection of chloronicotinyls in combination with thiodicarb in order to obtain a mixture that can 
be used to fight against insects attack. 

Therefore, it would have been obvious that one of ordinary skill in the art would have had 
a reasonable expectation of success in producing claimed invention. The invention, as a whole, 
would have been prima facie obvious to one of ordinary skill in the art at the time the invention 
was made, as evidenced by the reference. 

Conclusion 

No claims are allowed. 

Contact Information 

Any inquiry concerning this communication from the Examiner should direct to Helen 
Mei-Ping Chui whose telephone number is 571-272-9078. The examiner can normally be 
reached on Monday- Thursday (7:30 am - 5:00 pm). If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor Johann Richter can be reached on 571- 
272-0646. The fax phone number for the organization where the application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either PRIVATE PAIR or PUBLIC PAIR. Status information for 
unpublished applications is available through PRIVATE PAIR only. For more information about 
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the PAIR system, see http ://pair-direct.uspto. gov . Should you have questions on access to the 
PRIVATE PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

/H. C.I 

Examiner, Art Unit 1616 



/Mina Haghighatian/ 
Primary Examiner, Art Unit 1616 



